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1 . Claims 15, 18, 19 and 26 are withdrawn from further consideration pursuant to 
37 CFR 1 .142(b) as being drawn to a non-elected inventions, there being no allowable 
generic or linking claim. Claims 5, 9, 16, 17, 22 and 24 are withdrawn as directed to 
non-elected species. The elections were made without traverse in the non-Final 
rejection mailed October 9, 2008. 

2. The obviousness-type double patenting rejection has been overcome by the 
terminal disclaimer filed January 5, 2009. 

The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

Claims 1-4, 6-8, 10-13, 20, 21, 23 and 25 are rejected under 35 U.S.C. 112, first 
paragraph, as failing to comply with the written description requirement. The claims 
contain subject matter which was not described in the specification in such a way as to 
reasonably convey to one skilled in the relevant art that the inventors had possession of 
the claimed invention at the time the application was filed. 

3. The specification on page 1 , line 12 supports the claimed reaction step e by heat 
alone. However, neither the disclosure nor examples substantiate the reaction via 
pressure alone. Example 1 (page 10, line 19) and Example 2 (page 10, line 32) only 
shows a reaction in the presence of both heat and pressure. 
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The text of section 103(a) of Title 35, U.S. Code not included in this action can be 
found in the non-Final rejection. 

Claims 1, 20 and 21 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Boisseau et al. Patent No. 6,685,985 and Japanese Patent No. 6-57101. 

Claims 1-4, 6-8, 10-13 rejected under 35 U.S.C. 103(a) as being unpatentable 
over French Patent No. 2,841 ,252 and Court et al. Patent No. 6,894,1 13. 

Claim 14 is rejected under 35 U.S.C. 103(a) as being unpatentable over the 
French patent and Court et al. as applied to the claims hereinabove, and further in view 
of Perez et al. Patent No. 5,709,948. 

The rejections are maintained for the reasons of record set forth in the non-Final 
rejection. The arguments filed January 5, 2009 have been considered but are 
unpersuasive. 

4. The rheology control agent of Boisseau et al. achieves a balance of vertical sag 
control and horizontal flow (col. 4, lines 5-13). 

5. The Japanese patent (Derwent abstract example) shows the preparation of a 
varnish comprising epoxy resins wherein is added a rheology control agent and phenol 
novolak curative. Thus, the epoxy resin varnish is separately prepared without the 
curative. 

6. The French patent (CAPLUS and Derwent abstracts) shows the mixing of an 
epoxy resin, 4,4'methylenebis(3-chloro-2,6-diethylaniline) curing agent and 
Butadiene/styrene/methyl methacrylate block copolymer rheology control agent. 
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7. Court et al. (col. 1 0, lines 53-64) shows the blending of a bisphenol A diglycidyl 
ether (i.e. BADGE) and impact modifier such as a styrene-butadiene-methyl 
methacrylate triblock copolymer SBM3 (col. 10, lines 25-33) recognized as having 
rheology control properties in the French patent. A diamine hardener is then added due 
to the recognition that the epoxy-amine reaction occurs during blending 

(col. 10, lines 61-63). 

8. The Japanese patent and Court et al. establish the separate addition of a 
hardener to an already formed composition containing an epoxy resin. Accordingly, it 
would have been obvious to formulate the mixtures of the references by separating the 
epoxy resin from the hardener in order to prevent their reaction until the formation of the 
desired article. 

9. According to MPEP § 2144.01 , IV. Rationale Different from Applicant's 
Permissible: 

"The reason or motivation to modify the reference may often suggest what the 
inventor has done, but for a different purpose or to solve a different problem. It is not 
necessary that the prior art suggest the combination to achieve the same advantage or 
result discovered by applicant ( In re Kahn , 78 USPQ2d 1329, 1336, Federal Circuit 
2006). 

Although the motivation to include the rheology control agents of the references to 
optimize the flowability of the epoxy resin and hardener components prior to mixing is 
different from the intention of applicants to control the reaction between the epoxide 
prepolymer and hardener, it remains a valid reason as confirmed by the case law. 
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10. It cannot be ascertained whether the comparisons between Example 1 and 
Comparative Example 3 on pages 10-11 of the specification (both using SBM1), and 
between Example 4 and Comparative Example 6 on pages 11-12 (both utilizing SBM1) 
are conclusive since the comparative examples employ 41 .53 g of BADGE and 18.47 g 
of MDEA, but the amounts thereof are not identified in Examples 1 and 4. 

1 1 . The evidence is not commensurate in scope with the claims regarding the variety 
of epoxide prepolymers such as novolac polyglycidyl ethers and tetraglycidyl ethers 
within the broadly claimed epoxide prepolymer (specification, page 4, lines 20-24), 

the myriad types of hardeners within the broadly claimed hardener (page 4, line 32 to 
page 5, line 7) and the various kinds of rheology control agents within the broad 
definition set forth on page 5, lines 8-1 1 . Furthermore, the testing of single proportions 
of epoxide prepolymer, hardener and first and second rheology control agents does not 
establish the criticality of the extreme ranges thereof. 
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THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire 
THREE MONTHS from the mailing date of this action. In the event a first reply is filed 
within TWO MONTHS of the mailing date of this final action and the advisory action is 
not mailed until after the end of the THREE-MONTH shortened statutory period, then 
the shortened statutory period will expire on the date the advisory action is mailed, and 
any extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date 
of the advisory action. In no event, however, will the statutory period for reply expire 
later than SIX MONTHS from the mailing date of this final action. 
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